IN THE UNITED STATES PATENT AND JKADEMARK OFFICE 

In re Yasushi HIGUCHI et al. 
Application No.: 10/552,634 

Filed: October 7, 2005 Attorney Docket No.: 7378/84446 

Confirmation No. Not Yet Assigned Customer No.: 42798 

SUBMISSION OF INTERNATIONAL PRELIMIANRY EXAMINATION REPORT 



Commissioner for Patents 
Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Sir: 

Applicants submit herewith a copy of the English translation of the International 
Preliminary Examination Report issued for the related PCX application (PCT/JP2004/004988) of 
the above-referenced application. 

Respectfully submitted, 

FITCH, EVEN, TABIN & FLANNERY 



Date: May 11, 2006 



OFFICIAL CORRESPONDENCE TO 

Customer No. 42798 

FITCH, EVEN, TABIN & FLANNERY 

1 80 1 K Street, N W, Suite 40 1 L 

Washington, DC 20006-1201 

Tel: (202)419-7000 

Fax: (202)419-7007 





Kendrew H. Colton 
Registration No. 30,368 



PATENT COOPERATION TREATY 



PCT/JP2004/004988 



From the INTERNATIONAL BUREAU 



---.-w,.^ ■ ■ ?^?i^TlFlCATION OF TRANSMITTAL 
/ir rilT"'****-.^ OF COPIES OF TRANSLATION 
' /.*j£bM1HEflTr6RNATI0NALPRE^^ 
V -.>, „^ *^ ^ ' ON PATENTABILITY 

: ) (CHAPTER I OR CHAPTER 11 
■ .- bFTHE PATENT COOPFRATION TRFATY'i 

(PCT Rules 44Wj.3(c) and 72.2) 


To: 

IDE, Masatake 
M. Ide & Co. 

9F, Gobancho Grand BIdg. 
3-1 , Gobancho 
Chiyoda-ku 
Tokyo 102-0076 
JAPON 


Dale of mailing (dax/montit/year) 

09 March 2006 (09.03.2006) 


Applicanrs or agent's filel^Ierence 

IFP-685 


IMPORTANT NOTIFICATION 


Iniemaiional application No. 
PCT/JP2004/004988 


Iniernalional filing dale {dax/monOiAear) 
07 April 2004 (07.04.2004) 


Applicant 

MITSUBISHI GAS CHEMICAL COMPANY, INC. et al 



1 . Transmittal of the translatioii to the applicant 

The Iniemaiional Bureau transmits herewiih a copy of ihe English Uanslaiion of ihe international preliminaiy report on 
* — ' patentability (Chapter 1). 

I I The International Bureau transmits herewith a copy of the English uanslation of the international preliminary report on 
patentability (Chapter II). 

2. Transmittal of the copy of the translation to the designated or elected Oitices. 

The Iniemaiional Bureau notifies the applicant that copies of that translation have been transmitted to the following designated or elected 
Offices requiring such translation: 

None 

The following designated or elected Offices, having waived the requirement for such a transmittal at this time, will receive copies of that 
translation from the hiiernaiional Bureau only upon their request: 

AE, AG, AL, AM, AP, AT, AU. A2, BA, BB, BG, BR, BW, BY. BZ, CA, CH, CN. CO, CR, CU, CZ, DE. DK, DM, DZ. EA, 
EC, EE, EG, EP, ES, Fl. GB, GD, GE, GH, GM, HR, HU, ID, IL, IN, IS, JP, KE, KG, KP, KB, KZ, LG, LK, LR, LS. LT, LU, 
LV. MA, MD, MG. MK, MN, MW, MX, MZ. NA, Nl, NO, NZ, OA, OM, PG, PH, PL, PT, RO, RU, SC, SD, SE, SG, SK, SL, 
SY, TJ, TM, TN, TR, TT, TZ, UA, UG, US, UZ. VC, VN, YU, ZA, ZM, ZW 

3. Reminder regarding translation into (one of) the ofElda] ianguage(s) of the elected OfilceCs). 

The applicant is reminded that, where a translation of the international application must be furnished to an elected Office, that translation 
must contain a translation of any annexes to the international preliminary report on paieniabiliiy (Chapter 11). 

It is the applicant's responsibility to prepare and furnish such translation directly to each elected Office concerned within the 
applicable tbne limit (Rule 74.1). See Volume II of the PCT Applicant's Guide for further details. 





The International Bureau of WlPO 
34, chemin des Colombettes 
1211 Geneva 20, Switzerland 

Facsimile NO.+41 22 740 14 35 


Aulhorized officer 

Masashi Honda 

Facsimile No.+4l 22 338 70 10 



Form PCmB/338 (Januarv 2004) 



PATENT COOPERATION TREATY 



PCX 



INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY 
(Chapter I of the Patent Cooperation Treaty) 



(PCTRule44to) 


Applicant's or agent's file reference 


FOR FURTHER ACTION 


See item 4 below 


IFP-685 






Internationa] ^plication No. 


International filing dale (dav/montfi/vear) 


Priority date (dav/ntontfi/vear) 


PCT/JP2004/004988 


07 April 2004 (07.04.2004) 


08 April 2003 (08.04.2003) 


International Patent Classification (8th edition unless older edition indicated) 




See relevant information in Form PCT/ISA/237 




Applicant 






MITSUBISHI GAS CHEMICAL COMPANY, INC. 





1 . This international preliminary report on patentability (Chapter I) is issued by the International Bureau on behalf of the 
International Searching Authority under Rule 44 bis.lia). 

2. This REPORT consists of a total of 4 sheets, including this cover sheet. 

In the attached sheets, any reference to the written opinion of the International Searching Authority should be read as a reference 
to the international preliminaiy report on patentability (Chapter I) instead. 



3. This report contains indications relating to the following items: 



IS 


Box No. 


I 


Basis of the report 


□ 


Box No. 


n 


Priority 


□ 


Box No. 


m 


Non-establishment of opinion with regard to novelty, inventive step and indusUial 
applicability 


n 


Box No. 


IV 


Lack of unity of invention 




Box No. 


V 


Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 


□ 


Box No. 


VI 


Certain documents cited 


□ 


Box No. 


vn 


Certain defects in the international application 


□ 


Box No. 


vni 


Certain observations on the international application 



4. The International Bureau will communicate this report to designated Offices in accordance with Rules 44^/j.3(c) and 93bis.l but 
not, except where the applicant makes an express request under Article 23(2), before the expiration of 30 months from the priority 
date (Rule AAbis .2). 





Date of issuance of this report 
02 March 2006 (02.03.2006) 


The International Bureau of WIPO 
34, chemin des Colombettes 
1211 Geneva 20, Switzerland 

Facsimile No. -+41 22 740 14 35 


Authorized officer 

Masashi Honda 

Telephone No. +41 22 338 70 10 



Form PCT/IB/373 (January 2004) 



PATENT COOPERATION TREATY 



From the 

INTERNATIONAL SEARCHING AUTHORITY 



To: 



PCT 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 

(PCT Role 4MsA ) 



Date of mailing 
(day/month/year} 



Applicant's or agent's file reference 

IFP-685 



FOR FURTHER ACTION 

See paragraph 2 below 



IntCTnational apphcation No. 

PCT/JP2004/004988 



International filing dale (dayMtonth/year) 

07.04.2004 



Priority dale {day/month/year) 

08.04.2003 



International Patent Classification (IPC) or both national classification and IPC 



Applicant 

MITSUBISHI GAS CHEMICAL COMPANY, INC. 



1. This opinion contains indications rdating to the following items: 
Basis of the opinion 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Rule 436/5. J (a)(i) with regard to novelty, inventive step or industrial 
ai^Hcability; citations and explanations supporting such statement 

Certain documents cited 
Certain defects in the international application 
Certain observations on the international application 

2. FURTHER ACTION 

If a demand for international prehminary examination is made, this (pinion will be considered to be a written opinion of the 
International Preliminary Examining Authority ("IPEA") except that this does not apply where the applicant chooses an Auibority other 
than this one to be the IPEA and the chosen IPEA has notiiied the International Bureau under Rule 66.1/>/j(b> that written opinions of 
this International Searching Authority will not be so considered. 

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the api^icant is invited to submit to the IPEA a 
written reply together, where appropriate, with amendments, before the expiration of 3 ntonths from the dale of mailing of Form 
PCT/lSA/220 or before the expiration of 22 months from the (n^iority date, whichever expires later. 

For further options, sec Form PCT/IS A/220. 

3. For further details, see notes to Form PCT/IS A/220. 





Name and mailing address of the ISA/JP 

Facsimile No. 


Authorized officer 
Telephone No. 





Box No.l 


□ 


Box No- II 


□ 


Box No. HI 


□ 


BoxNo.rV 




Box No. V 


□ 


Box No, VI 


□ 


Box No. VII 


□ 


BoxNo.Vni 



Form PCT/ISA/237 {cover sheet) (.lanuary 2004) 



WRITTEN OPINION OF THE 
BmRNATlONAL SEARCHING AUTHORITY 



IntematioDal application No. 

PCT/JP2004/004988 



Box No. I 



Basis of this opinion 



1. With regard to the language, this opinion has been established on the basis of the international aj^licalion in the language in which it was 
filed, unless otherAvise indicated under this item. 

I I This opinion has been established on the basis of a translation from the original langoa^ into the following language 

, which is the language of a translation furnished for the purposes of international- search (under 

Rule 123and23.1(b)>. 

2. With regard to an> nudeotide and/or amino add sequence disclosed in the international application and necessary to the claimed 
invention, this opinion has been established on the basis of: 

a. type of material 

I I a sequence listing 

I I table(s) related to the sequence listing 

b. format of material 

I I in written format 

I I in computer readable form 

c. time of filing/furnishing 

[ [ contained in the international application as filed. 

I [ filed together with the international application in con^utcr readable form. 
I I furnished subsequently to this Authority for the purposes of search. 

3. I I In addition, in the case that more than one version or copy of a sequence listing and/or tablc(s) relating thereto has been filed or 

furnished, the required statements that the information in the subsequent or additional copies is identical to that in the application as 
filed or does not go beyond the application as filed, as appropriate, were furnished 



Additional comments: 



Form PCT/ISA/237 (Box No. 1) (January 2004) 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITV' 



Internationa) application No. 

PCT/JP2004/004988 



Box No. V Reasoned staUment under Rule 43bis.l(a)(i) with regard to noveltjr, inventive step or industrial applicability; 

dtations and explanations supporting such statement 

1. Statement 

Novel., (N) 1-7 YES 

Claims . NO 



Inventive step (IS) ^^^.^ I-7 



YES 



Claims NO 

Induarial applicability (1 A) Claims 1-7 ygS 

Claims NO 

Citations and explanations: 

The subject matters of claims 1-7 appear to involve an inventive step compared to the document 
cited in the ISR. The document describes neither a compound represented by general formula (1) 
nor a process for producing the compound of general formula (I) by hydrolyzing a compound 
represented by general formula (2), and it is recognized that this aspect could not have easily been 
conceived even by a person skilled in the art. 



Form PCT/IS A/237 (Box No. V) (January 2004.) 



